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09/886,954 

Applicant(s) 

CHARRON ET AL. 

Examiner 

Gary B. Nickol Ph.D. 

Art Unit 

1642 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 13 December 2004 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1,6-11 and 16-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) El Claim(s) 11 and 16-20 is/are allowed. 

6) [3 Claim(s) 1 and 6-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1 ) |3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S3 information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) Other: (Sequence Comparison) . 


U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 


Office Action Summary 


Part of Paper No./Mail Date 20050308 


Application/Control Number: 09/886,954 Page 2 

Art Unit: 1642 

Re: Charron et al 

Date of priority: June 21, 2001 


Response to Amendment 

The Amendment filed 12-13-04 in response to the Office Action of 10-05-2004 is 
acknowledged and has been entered. 

Claims 1,6-11, 16-20 are pending and are currently under consideration. 

The text of those sections of Title 35, U.S. Code not included in this action can he found in a 
prior Office Action. 


New Rejection: 


Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, and 6-10 are rejected under 35 U.S.C. 102(e) as being anticipated by WO 


01/90304 A2 (Human Genome Sciences, Inc, May 2000). 


Application/Control Number: 09/886,954 Page 3 

Art Unit: 1642 

WO 01/90304 A2 teaches an isolated clone (HEGAC86, see page 514, SEQ ID 
NO: 2091) that encodes a polypeptide having 61% identity to the claimed GLUTx protein (see 
attached sequence listing comparison). 

The reference further teaches diagnostic assays and methods for determining whether a 
subject has a defect in cell proliferation comprising assaying a diagnostic sample of the subject 
for any of the disclosed genes (pages 1832-1841) including wherein the diagnostic sample is 
assayed using labeled antibodies or labeled nucleic acid probes and wherein the detection of the 
inventive genes or polypeptides is elevated above normal (see para 0391, page 1840). The 
reference further teaches that the polypeptides and polynucleotides disclosed can be used to 
detect certain hyperproliferative disorders including cancers of the breast and endomentrium 
(pages 1878-1879). 

Hence, the claimed method is anticipated because the labeled nucleic acid probes and or 
labeled antibodies of the prior art would inherently cross-react with a GLUTx protein that has the 
amino acid of SEQ ID NO: 1. The steps of the claimed methods are identical to the prior art 
method and the product of the prior art is substantially identical to the GLUTx protein. Where 
the claimed and prior art products are identical or substantially identical in structure or 
composition, or are produced by identical or substantially identical processes, a prima facie case 
of either anticipation or obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 
USPQ 430, 433 (CCPA 1977). 

All other rejections and or objections are withdrawn in view of applicant's amendments 
and arguments there to. 


Application/Control Number: 09/886,954 
Art Unit: 1642 


Page 4 


Claims 11, and 16-20 appear allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gary B. Nickol Ph.D. whose telephone number is 571-272-0835. 
The examiner can normally be reached on M-Th, 8:30-5:30; alternate Fri., 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Siew can be reached on 571-272-0787. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 


Gary B. Nickol Ph.D. 
Primary Examiner 
Art Unit 1642 


GBN 



GARY NICKOL 
PRIMARY EXAMINER 


88H5^33Nm53S5Sm3B:gBmHmg9SaBmB3Hg»gi 


I f II I 1 I f I I ! 



5 s 2 £ 



8 5 8 I 5 I 5 i 


o 

a> 
tr 

to 

00 


to 

H 

00 


IO 
O 

o 
cn 


C 
n 
t 

o 
vo 
I 

00 
00 

on 
I 

ID 
Ul 

i 


K 
(0 


w tn 


§ 

< 


o 

3 

o 


g s s s-? 

n a 3 h- o 

O H- (D (U IB 
HP H HfT 

O 3 ft> h p) 
IQ rr w o> rr 


o 

t-* (D P> O 

0L (P rr g 

h- h- tr 3 

«D ft O (D 

n> Xf o *a „« 

o> n> 3 o> o 

03 H ' ' " 



& § 1 


< n m 
P o C 


a> o> _ „ „ 

^ 00 h( »c 
p) 0 H 

3 3*J'« 
Hin rr M-d 
(DO" O 

n 3 - . . 
rr o Hi < 
M-ai 3 (u (5 
O H a 3 
3 — m- rr 
CT m- 3 

h-o> a o 

3* 3 O m* O 

£ 3 rr fu rr 

3 g (0 CTM 

P» 3 h (D O 

3 (D H* rt *0 

O* M O O 


o 


m m 

1=1 ^ 



2(do 3883-888888388888888838 

1 1 liMIillt 


s 


llPlifll 


8'I S S 8 8 



a> 



owoooonooooooooooooKcoKHHH3HR»»KMK>><»><^>< 


MifTp-H-' O 3 P aCTO rr H p* 3 ~ H 

3*33 » C 3 i;-!3 < f ^o> » >tr 
o cd hihi-h h»o it P* to (d o aa> cd 

3 (DIDfflUftgOaiM HH-ttO 

♦d n o — h- h- 3Ncop-a3s*oa>p. 

g 4 rrrt < O *0 O. rt p p. C (u U) 3 

HH-H-H-3 < HBKD- P Hi (I (I) HO< 
UBOOtDimD* tQ Ha tfc (D 

On3 C C ffl Co vQ n 3 CD o 03 
cd to to ri o to p oi pi o h- in o i rr 
pa* ocncni»3ffloti0>H- 

rr Pj h h H rr • rt n p- '00-030 
to 3 p- o "pcd'O'vQ" ►fcrr co or 3 

hit* OtDlQUhH-- OH- O rt vo 
rr (0 rr (D p- O 3 ^ H- p- p P- o h, 
*aoroPOO.co3>30>rro. 0*>(D 

-£ tti (I PB) 0) 3 C<ii> flilt' p CD p 
p- p- H to O ~ CD p- m p 3 — rr 
•O n 3* (Drrorr»Di£)ro CD 

OP(DtDP-Oj^rtOP*a3h(fl). poo 
• rr C a» (D 3'3'3 3 tT(D O LQ m 
p-p-ron(Dhtn>*< o 3 rt o . m a 
POrotrpmC^tDh-'KtrrfDhh rr, o 
rttJfl ID 30 H-CTC 
\- cjprDmpp-0.rrnp3 tr«< p> 3 
Tj cD<DCQCrraP*MP3CDC O 

&0* 3 OOH-OP»3a« 3t3H)< 

co<(D3'H'fTfflnn (wno(D. 

\ rr (D h- • (LH-dirtaitJ fli 3 O >1 h 

tJ H(fl pi to to - h ^ 3 rr 

C < Q. P> ■ top- n> tnn)rrrrn>*aio 

O* P P M H - HJ <P-P-P-h(0 

p- to rr - O 3 rr p, P-OCDtrtD3CD3 
P- p fD l <3*H-P<H>30CD <(D 
too truOriPPTD rraCOOD) 

3^ tr m p n> n p- tr p* n rrp-p. a> p. 3 

(D rro O tTPt rt(D fl>' 3*0 (D m rt-. 

|p- cd p p, co cd co p* ait 3 Go 

w 3 ft n h p top-gpopp-taiat^ 

O ID 3* H- P P CD3 0.»-*i3tDfl>- CD 
rtfipp) p H3 3 DID M no vo 

I CO P> £3 O* CD - - (D 1 — > rr rr 
COP- - OP- P* 3 ~ — O 3* H *• 
CD 3 TJ XDClHPiOPipOlDIDIDU) 

»Q PMiP-OMP-CMM — 3 CD h( p 1 

CCDrrCP3'orrrr rt Q, p rt > 

CD m (D 3 PCDCOClQO — • 13 p- 5 

3 It 3lfl B» ID 1(D H-r{ Hfl) p( p.*< 3 t* 

onrrp3gp- 30P3iQ3-iQvo 
cd rt MQ*H-rr 31Q3O0 o 
m n Q* PP-OCCDO.CD3rti-30co 
OP-P(D03<ki33- hj p- 3- 3* p, m 
30.3TJ- OOftH- * CO CD (D u> 
p. (LP- 3* rr tr rr p 
03 p* — 033*POCDtocovQ3 

Ot3(DCLO - P M 3 • t5 (D CD P 
MifTDiTJ ^Hfli (D- (tlQ 9i (t 3 H3 
O *i 03 p- 3 - * P, O CD p. Q, 

yrtiP)»< $ fTCLO- CD P- CD O 

oca - op-p-h-trtrcr eh ^13 

PUP- Crom^^OhtCP-PPH 
rr3rrp3—(Drr 3 (D K n H rr O 
P-3Q, pp-p-CDP(DPfl>P-rr 
0*0 O a — cd 03 tn Mirt 3 (D 
p-P 3* O CD 3 3 rr c P- tflp- 
n n -~.ro-—- cp p>o 3 
(H rr Hi p 3 *1 P 3 to 

O — ' M CD hj 3 P- . 

rr 0 p- O O. 3 

P/i-h 3 $ 
■< IQ 



53 2 
1 no 
13 w 
CO - 
D 

CD to 


> to 

CD 1 

fH M 

VO to 

o to 

P* O 

to p* 



P> 

P* 

§ 

VO 

§ 

CD 

1 

1 

*"~ 

VY-2 

\Y-2 


0 

0 


0 

0 


0 

p* 


to 

to 

0 

0 

0 

m 

0 

0 


0 

p* 

§ 

a 



CO 

§ 

W 


1 


0 

C 

CO 

to 

CO 

O 

0 

0 

Pt 

tn 

p* 


in 

cn 

M 

p> 

^ 

55 

tn 

in 

O 

t) 

0 


(D 

tr 

to 

09 


O 
O 
Ul 


C 

W 
I 

o 
u> 
I 

00 
00 

on 
1 

0) 
I 


H 
P) 


2 mo 
p a> c 

rtffl II 

n rr h CO 

tr ^ a> 

01 O 3 ^ 

n p cd 

P rr 3 

M P fl O 

to 3* CD 
U) CO 

— p- to 


2 — Co o — O 


n p> 
o P 
3 H 

CO P- 

ro rr 


^- ri 2- 1!" 5 rr tl* 5 2 .9 5 g ^ 111 H - ^ ^ p-^ h h 

BCrtrSC P-3C H*<COcoa)rr3.h(3M 3*3* 
Hl t!!S"^ (D 3 rt rt o o. cDtno»OP(D(DO 

3tTrrp-3fD P-3t3 H-PRi rtai O d fl H 3 OH 
30P31Q 33tJ30rrp-3MSorrMfD 

p-rrp-O3OfD(D0iPoai3O.fi)^3'p. 3B3 
O H-O rt ^tJ CD 3 p* m SP-roP- nrr 
3n „. ^' a, CL£SF L ^ 0 ' CL0 &» n> 3 rr m 

P< y 3 PO 01t-hP-p«3LQ»OrDQ,CDCQ 
pjp3P-a a CD 3 n 3tDrr^o ^- 

O. rr 


T3 — *D p 


TJ CO 

o o 
: a h 

>• • a> 


O tn 

3* w*. 

CD * 

co u> 
ft> o 
1 CD 


■ ^ > 1-" »-« vut^\j j u a 0 P* O fB 

i O. rr p- p CD o (t3Tj O P rt m« p rttQ 

r »<0)O3H«P>P0rr M 3-^0 tQ p-^ 

■ '• n n> rr rr Oi cd p"< p* 3* C ^ row p* 3 a (S 

rt< 3--SDP O- S»0J m^O(D3 

OH-cD(Dto<o.fiiQH3 tr*d moo'S'dn o 
rrg. (dp-p-oo. hrorotJanicDrrcDP-pcD 
p-^< O IQ rr p 0 AM flHH-floS 

fcr p- 3 n>c:op-a>p-o.3(D cdp-p cd 
t^JTS ^^^^H^ 3 rr 3 t3 

trOfDO t (DfD3' (DafftniQOO CD0.03* 
p- rt n > . rjj rrp, Cffoo tT t-'C 

rt 3 p- P J LQ — P3*P»P)(D H-SaJCD^fDrrs; 3 
ooon - - mrortrjjXoro jS^SMldp 
rra 03* H- •8 0 g fl H -« S S H 

CliP3(DH,rt3rro3^ rrpH3NP»S 
3P'Orrp-ooe:P,3C(l>0 3*'<f6«CD rr^TJ 
QPrrht3n M(D rra n>ro cd S m 3 p- h 
CrtPOlD 3rtpphtto flPCQHSfDao 
H 0> < P"H rr o p- rt n P- p- p p m rr 2- 3 ro rt 
p- M - 3*. a«d 3 rt rr o 3^Wrrp. nrt ro 

M (D ^< 3 Pfl) 3 < O P- • 5 ID . A Hi 9 

0O-lQO.ap rrp-3ptr CT ii 
«fD p- H rt m rtpijJOHltTJrtHl rr* 

3*rr0(DtHP M hh- hOCOfflm&mrt 
O MPrtSTfD capfD torr m ? 
MgrrmSpp.gacoco'dfDroawSp. 

h- cp— rtpp-ht3p.<5» <D ,r' » < 
O*C0 • 


OPOP-KCOCH-fD- 3*C0 On O p. S S a w 

<OOP3- rt(D30W^3trd a) S'rr^CL 
p. 00 a rr to 003 OwSracMSSrrn 
rrrr(:(DOrrPft|3P 5 gS^^g 

- rr p p * otD a*0 OPp-ffiri^*pS 
^p-rroco3P3 C^ hSo vp.Sm 

o p-aart rtpaaoap- 
^5 h-o j^ri 2 § * cle 3 tro* S> 0 p- E 

P rr rt j-< mu. R _ c 3 

P CO fD P* 

3 CD CO 

m 0>- p- 

rr P O 

0> 3 3 


0 . 

a 
c 


w m p- 3 £ E 

O MO 


> rr EC 
H?C 

n n> 3 

3*3 0» 

n> - 3 
p- 

CD (0 M 
H It o 
- i-ft rr 
D3 C (D 
}-> P- 
P 3 
3 i-h CO 

ao 

p* p- 
3 rr 

hh h( 3* 
p- a> 
p < 3* 
3 (D k; 
3 3 O. 
P rr hj 
rr P- O 
p- 3 TJ 
OvQ 3* 
3 O 

• ao* 

P- p- 

p n 

CQ 

3 O- 
O O 


H rt 
(D 3* 
P (D 
rr 

P- 3 
31 C 


o n 

p p- 

3 0, 

O rjj 


08 


CO »o 

M O 


w 

2 Pt 
2 
?3 O 
W ■ 
CO 


2 ^ C| Q Q 

1 1 1 1 1 

to ro to to to 
00000 
00000 
00000 


to to to to to 
00000 

00000 
00000 
C| r_i r_i C| c_i 

*D U 13 13 ^0 
( 1 1 1 1 
OOOOO 
OOOOO 
OOOOO 

ui to O O O 

00 (MO O O 
U* CO to Ul Ul 
cn o% vo 00 co 
•o to vo gd in 


to 

p> 


3C 

CO 

to 

8 




to 

§ 

0 


0 


W 

^ 

0 


O 


M 

CO 



>tk 

P 

to 

to 

VO 

tJ 

0 

0 

-J 

p- 

0 

0 

to 

n> 

0 

p» 

CD 





CO 

to 


B 


0 




0 




0 








O 




1 

r-t 




*d 




0 




0 




vo 




CO 




in 




vo 





O 3*5 3*3 O X 
O P C p C CD C 
3 It 3 (D PP 3 
rt 3 rt 3 rr p" p 
ht o p- P p- 3 
P co 3 rr t3 *0 - 
O rtcQ o m H 
CD p rr*a ro O 3* 
*0 a O O P"< 

ftH-3 PCO PCL 
P* O - ff> O Ch h( 
< tn co p (D o 
CD P- CD h{ *0 

rt o. CD »i p 3* 
3- h-- O rr 0 
p ira to p- tr 
3 O CD rt p-o P- 
rr 3 p p. co 3 o 
p- b* co co — 
h^O CD co o* 
3 c p, P-O 
Hi^ CD 3* 3 3 
CD rt > CD 3 p 
h{ p. p»lQ C C P* 
rt n n »i 3 3 3 
p*- 3*0 P O 
P 1 CD -5 rr 3 
p rt p rr o O CQ 
rt C 3 3* P- O* CD 
*< 3 ro a C 3 
- O ri p HID 

C * n p p 

■ P h, m rr m rr rt 
3 P- rt o 3* 
rriQ a< 3* ri CD 
P- P, p. p- h] ^ k 
P- O CD rt p — (U 
3 S CDs; rt t) 
rti rt p — p- p s; 
MCrco co c - 
9; CD no*, rr 
3 p— p 03 
3 3 p, p. h-C 
W &fi?t*3 3 r> 
rt p. 3- p. to 3 hj 


O CT CD 3 C C l 

H p- 3 to M 5 a 

*<: ft O O P- CD P- 

• O rt 3 3 o 

h p - i a 3 

*■ O to Q> p. o, 
rr n> to p* 

p p-a*a o 

a o P- CD m m 

p - to 3 a c 
tr CD o, n> >o 
o o p n> n tj 

P* 3* o 3 M 
p* CD (D rr ro 
0 3*. p g 

o a 3 ro 

Ci P- rr 3 

p-*< p P-rr 

3 rr o* 3 - 

CD O CD P- 

rr co rt o 

h- rt n> p, 

O p to O 

— rt — tr 


0) 
(D 


